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Introduction  

[1]  The applicant, Masstores Property Limited, is the proprietor of the trade marks 

“BUILDERS” and “BUILDERS WAREHOUSE”. In addition, the applicant holds a 

number of “BUILDERS” variant trade mark registrations. The applicant complains that 

the inclusion of the word “BUILDERS” in the first respondent’s name “MORGANS 

BUILDERS PROPRIETARY LIMITED” renders the first respondent’s name 

dissatisfactory of the provisions of section 11(2) of the Companies Act 71 of 2008 (the 

Companies Act).  

 

[2] The application is unopposed by both the first respondent and the Companies and 

Intellectual Property Commission (the CIPC), cited as the second respondent and styled 

the Commissioner of Companies. Both respondents were served with copies of the 

application.1 By 25 October 2019 when the applicant lodged the request for default order 

no answer has been served by either of the respondents, despite a lapse of the relevant 

time period(s). 

 

[3] I am satisfied that the application was adequately served on both respondents.2 I 

turn to the issues in the application, next. 

                                                 
1 Service of the application on the first respondent was effected at its registered office address by the sheriff 

of 17 September 2019 (see indexed p 382 for the sheriff’s return of service and confirmation of the address 

by a certificate reflecting incorporation details issued by the second respondent on 15 August 2019 in 

respect of the first respondent on indexed p 47) and service on the second respondent was by hand at its 

Legal Division on 17 September 2019.   
2 See Regulation 153 which reads in the material part: “(1) If a person served with an initiating document 

has not filed a response within the prescribed period, the initiating party may apply to have the order, as 

applied for, issued against that person by the Tribunal. (2) On an application in terms of sub-regulation (1), 

the Tribunal may make an appropriate order - (a) …; and (b) if it is satisfied that the notice or application 

was adequately served. (3) Upon an order being made in terms of sub-regulation (2), the recording officer 
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Applicant’s case 

[4] The applicant’s case is essentially that the first respondent’s name contravenes 

section 11(2)(b) and 11(2)(c)(i) of the Companies Act in respect of the applicant’s trade 

marks “BUILDERS” and “BUILDERS WAREHOUSE”. 

 

[5]  In terms of the trade mark information sheets supplied by the applicant, the 

representations of the trade mark “BUILDERS” comprises primarily a logo or mark in 

the form of a house or structure in black and white or yellow colours.3 On the other hand, 

the applicant’s “BUILDERS WAREHOUSE” trade mark comprises words, in one 

respect, and words and mark, in another respect.4 The latter form of the trade mark (i.e. 

with words and mark) either has a figure of house or structure with or without the 

superimposed upper-part of a workman giving the thumbs-up sign.5 These particulars will 

be significant for the determination to be made in this matter.  

 

[6] Also, as indicated above, the applicant is also the proprietor of several 

“BUILDERS” variant trade mark registrations.6  

 

[7] The following paragraphs from the applicant’s supporting affidavit are material 

for purposes of a determination to be made in this matter: 

                                                                                                                                                 
must serve the order on the person described in subsection (1) and on every other party.” [underlining 

added for emphasis] 
3 See pars 10.1-10.8 of the supporting affidavit to the application on indexed pp 14-15; annexure “B3” on 

indexed pp 50-65. 
4 See pars 10.9-10.30 of the supporting affidavit to the application on indexed pp 15-21; annexure “B3” on 

indexed pp 66-109. 
5 See par 10 of the supporting affidavit to the application on indexed pp 14-15; annexure “B3” on indexed 

pp 66-81. 
6 See par 12 of the supporting affidavit to the application on indexed p 21; annexure “B4” on indexed pp 

110-124. 
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“14. 

The Applicant is a leader in the commercial, retail, warehousing, distribution and 

supply of building and home improvement materials and related goods. Its 

Builders outlets operate throughout South Africa under the trade marks 

BUIILDERS, BUILDERS WAREHOUSE, BUILDERS EXPRESS, 

BUILDERS TRADE DEPOT and BUILDERS SUPERSTORE. The trade 

marks and logos used at the Applicant’s various Builders business premises and 

in relation to its business over a period of time, identify the Applicant’s business 

and the different formats of its Builders businesses under the Massbuild division. 

They are referred to in Annex “B5”. 

 

15. 

The Applicant’s BUILDERS WAREHOUSE outlets offer building contractors, 

DIY enthusiasts and home owners a range of competitively priced products with 

a large garden centre and builders supplies yard. The business under the mark 

BUILDERS WAREHOUSE has grown exponentially over the years. Today, the 

Applicant operates 33 BUILDERS WAREHOUSE outlets in and around South 

Africa. The name and mark BUILDERS WAREHOUSE is a household name in 

South Africa and a ‘go to place’ for building and home improvement supplies 

and requirements and the outlets are identified by the prominently displayed 

BUILDERS WAREHOUSE logo. 

 

16. 

The success of the Applicant’s business under the mark BUILDERS 

WAREHOUSE led to the progressive growth of the BUILDERS brand. In 

2005, the Applicant extended its BUILDERS WAREHOUSE business to 

BUILDERS EXPRESS outlets, located at convenient locations to cater for 

express services to the public. Today, the Applicant operates 47 BUILDERS 

EXPRESS outlets in and around South Africa. 

 

17. 

In the same year, as a result of the acquisition of Federated Timber stores, the 

Applicant’s BUILDERS TRADE DEPOT business commenced trading under 

the Applicant’s Massbuild division, to be part of the Applicant’s Builders outlets. 
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There are currently 11 BUILDERS TRADE DEPOT outlets that cater to the 

medium to large building contractors or tradesmen involved in building, 

maintenance and renovations projects. 

 

           18. 

The Applicant’s BUILDERS SUPERSTORE business commenced trading in 

2013 and was established to cater to the underserved markets in South Africa by 

providing building, construction and home improvement products and services. 

The outlets are situated in townships, dense residential areas and developing 

areas. Today, the Applicant operates 19 BUILDERS SUPERSTORE outlets in 

and around South Africa. 

 

19. 

In addition, the Applicant has 8 truss plants across the country, which are part of 

the Builders Trade Deport outlets, which is involved with the design and 

manufacture of all precision roof trusses for sale through the trade outlets. They 

are known by builders to be plants of the Applicant supplying goods for sale 

under the Applicant’s marks mentioned above.” 

  

 

and later on: 

  

          “26. 

 The Applicant has been making extensive use of the BUILDERS and BUILDERS 

variant trade marks in South Africa and intentionally. The Applicant acquired, through its 

extensive use of its trade marks in the course of trade, a substantial goodwill and 

reputation in those marks, including its BUILDERS and BUILDERS WAREHOUSE 

trade marks throughout South Africa. The trade marks BUILDERS and BUILDERS 

WAREHOUSE have become synonymous with the Applicant and well-known in the 

industry. Also, because the Applicant’s trade marks and the related businesses are well 

known in areas where there are no outlets. 

 

 … 
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                                 28. 

The Applicant has well established statutory and common law rights in the marks 

BUILDERS and BUILDERS WAREHOUSE in relation to the products and services 

for which the trade mark registrations referred to in the paragraphs 10.1-10.30. extend 

and are used.  

 

29.  

Relying on common law rights through the remedy of passing-off, the Applicant is 

entitled to prevent third parties from using the mark BUILDERS and BUILDERS 

WAREHOUSE or any other variation of its trade marks in the course of trade in a 

manner that misrepresents that the other person is, or is associated with, the Applicant in 

a manner that is likely to cause confusion, deception and damage to the Applicant. 

 

 BACKGROUND 

                           30. 

 By way of background, on becoming aware of the registration of the company 

MORGAN’S BUILDERS WAREHOUSE PROPRIETARY LIMITED 

(2013/030447/07) (as the First Respondent was then named and registered), the Applicant 

instructed its attorneys, Adams  & Adams, to address a letter of demand to the First 

Respondent, informing the First Respondent of the Applicant’s business  under various 

BUILDERS formats, including the BUILDERS WAREHOUSE, which was relevant at 

the time in light of the Applicant’s name, which wholly incorporated the Applicant’s 

BUILDERS WAREHOUSE trade mark. The First Respondent was called on to change 

its name to a name that does not incorporate the mark BUILDERS WAREHOUSE or 

any mark that is confusingly similar to the Applicant’s BUILDERS WAREHOUSE 

trade mark, among other requests. The Applicant requested a response by 23 December 

2016. A copy of the Applicant’s attorneys letter is attached … 

 

…. 

      39.  

On 19 January 2017, the First Respondent’s accountants informed the Applicant’s 

attorneys that they “amended” the First Respondent’s name to “MORGANS 

BUILDERS PROPRIETARY LIMITED”. They stated further that they reserved the 

name and are filing the amended company documents for the name change. … It can be 
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seen that the First Respondent simply removed the word “WAREHOUSE” from its name 

and did not change its name in any significant way as requested by the Applicant. 

Further, the First Respondent did not provide its proposed new name for the Applicant’s 

consideration as requested. It simply informed the Applicant of the amendment. 

 

40. 

On the 19 January 2017, Adams & Adams informed the First Respondent’s accountants 

that it was consulting with the Applicant. Adams & Adams requested that the First 

Respondent wait for the Applicant’s response…  

 

                           41. 

On 26 January 2017, the First Respondent’s accountants enquired if a response had been 

received from the Applicant as they needed to “register the company” … 

 

       42. 

On 26 January 2017, Adams & Adams informed the Respondent’s accountants that the 

Applicant had considered the amended name of the First Respondent and the name is not 

acceptable to the Applicant. As mentioned earlier, the First Respondent did not make any 

significant changes to its name. It merely removed the word “WAREHOUSE” from its 

name. The Applicant’s attorneys asked the First Respondent to propose another company 

name for consideration… 

 

 

 

[8] Next, I discuss the applicant’s submissions against applicable legal principles. As 

already indicated, this application is before me by way of a request for a default order as 

neither respondent has filed an answer to the application. 

 

 

Applicant’s case and the applicable legal principles (a discussion) 

[9] To recap, the applicant’s case is basically that the first respondent’s name as 

currently crafted, “MORGANS BUILDERS”, contravenes section 11(2)(b) and 



 8 

11(2)(c)(i) of the Companies Act with regard to the applicant’s trade marks 

“BUILDERS” and “BUILDERS WAREHOUSE”. But the applicant appears to have 

abandoned the complaint relating to its trade mark “BUILDERS WAREHOUSE” after 

the first respondent reportedly dropped the word “WAREHOUSE” from the previous 

formulation of its name: “MORGANS BUILDERS WAREHOUSE”. For completeness, I 

will deal with both. 

 

[10]  The determination of the applicant’s case is pivoted upon the provisions of section 

11(2) of the Companies Act, which read in the material part: 

  

“(2) The name of a company must- 

(a) not be the same as - 

(i) the name of another company, domesticated company, registered external 

company, close corporation or co-operative;  

(ii) a name registered for the use of a person, other than the company itself or a 

person controlling the company, as a defensive name in terms of section 12(9), or 

as a business name in terms of the Business Names Act, 1960 (Act No. 27 of 

1960), unless the registered user of that defensive name or business name has 

executed the necessary documents to transfer the registration in favour of the 

company; 

(iii) a registered trade mark belonging to a person other than the company, or a 

mark in respect of which an application has been filed in the Republic for 

registration as a trade mark or a well-known trademark as contemplated in 

section 35 of the Trade Marks Act, 1993 (Act No. 194 of 1993), unless the 

registered owner of that mark has consented in writing to the use of the mark as 

the name of the company; or  

(iv) a mark, word or expression the use of which is restricted or protected in 

terms of the Merchandise Marks Act, 1941 (Act No. 17 of 1941), except to the 

extent permitted by or in terms of that Act; 

(b) not be confusingly similar to a name, trade mark, mark, word or expression 

contemplated in paragraph (a) unless - 

(i) in the case of names referred to in paragraph (a)(i), each company bearing any 

such similar name is a member of the same group of companies; 

(ii) in the case of a company name similar to a defensive name or to a business 

name referred to in paragraph (a)(ii), the company, or a person who controls the 

company, is the registered owner of that defensive name or business name; 

(iii) in the case of a name similar to a trade mark or mark referred to in paragraph 

(a)(iii), the company is the registered owner of the business name, trade mark or 

mark, or is authorised by the registered owner to use it; or 
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(iv) in the case of a name similar to a mark, word or expression referred to in 

paragraph (a)(iv), the use of that mark, word or expression by the company is 

permitted by or in terms of the Merchandise Marks Act, 1941; 

(c) not falsely imply or suggest, or be such as would reasonably mislead a person 

to believe incorrectly, that the company- 

(i) is part of, or associated with, any other person or entity …”  

 

 

[11] The applicant’s complaint when viewed from the above statutory provisions may 

be summarised as follows: firstly, the first respondent’s name, “MORGANS 

BUILDERS” is confusingly similar to the applicant’s trade marks, “BUILDERS” and 

“BUILDERS WAREHOUSE”, and, secondly, the first respondent’s name, “MORGANS 

BUILDERS” falsely implies or suggests or is such as would reasonably mislead a person 

to believe incorrectly that the first respondent is part of or associated with the applicant. 

The first part of the complaint is premised on section 11(2)(b)(iii) and the second part on 

section 11(2)(c)(i). Both these provisions are quoted above.7 I proceed to discuss the 

applicant’s complaint under self-explanatory subheadings, below. 

 

Confusing similarity 

[12] The applicant submits that the company name “MORGANS BUILDERS” is 

confusingly similar to its trade marks, “BUILDERS” and “BUILDERS WAREHOUSE”. 

As indicated above, in terms of available registration information the representation of 

the applicant’s trade mark “BUILDERS” comprises primarily a logo or mark in the form 

of a house or structure in black and white or yellow colours.8 Evidently, protection of the 

trade mark is not available to the applicant simply on the word “BUILDERS”. This is 

                                                 
7 See par 10 above. 
8 See pars 10.1-10.8 of the supporting affidavit to the application on indexed pp 14-15; annexure “B3” on 

indexed pp 50-65. 
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quite logical since the word “BUILDERS” is “an ordinary word in everyday use, as 

distinct from an invented or made-up word, and it cannot follow that confusion would 

probably arise if it is used in combination with another word”.9 This is dispositive of the 

complaint on this part.  

 

[13] Although the applicant’s “BUILDERS WAREHOUSE” trade mark is represented 

by words and words and mark,10 I consider the inclusion of the word “MORGANS” in 

the first respondent’s name and “WAREHOUSE” in the trade mark itself to be 

sufficiently distinguishing of the two. There is clearly no room for the first respondent’s 

name to be considered confusingly similar to the applicant’s “BUILDERS 

WAREHOUSE” trade mark. It is irrelevant that the first respondent’s name previously 

also incorporated the word “WAREHOUSE”. If anything the change in circumstances 

should redound to the credit of the first respondent. This then would conclude the 

discussion on this part of the applicant’s case, which will leave outstanding a 

determination of the applicant’s case based on section 11(2)(c)(i). 

 

Incorrect belief that the first respondent is part of or associated with the applicant 

[14] The applicant submits that it conducts business under various “BUILDERS” formats, 

including the “BUILDERS WAREHOUSE” and by incorporating the word “BUILDERS” in its 

name “MORGANS BUILDERS” the first respondent wants to pass off its business (either 

                                                 
9 See Webster GC et al South African Law of Trade Marks (LexisNexis online version updated October 

2018) at p 58(2). See also, in respect of confusion and ordinary words in everyday use Better Homes Expo 

(Pty) Ltd v Consep Home Ideas (Pty) Ltd and Others GLJHC (07 February 2019); [2019] JOL 41181 (GJ) 

at par [11].  
10 See par 10.9-10.30 of the supporting affidavit to the application on indexed pp 15-21; annexure “B3” on 

indexed pp 66-109. 
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services or products) as those of the applicant. This is indeed the mischief targeted by 

section 11(2)(c)(i) of the Companies Act. 

 

[15] Section 11(2)(c)(i) is based on the delict of passing off in terms of the common 

law.11 The delict of passing-off is a species of the broader delict of unlawful 

competition12 and is explained as follows by the learned authors of Competition in 

LAWSA:13  

“Passing off … [is one of the] examples of unlawful competitive conduct 

falling within this category. Direct impingements of goodwill take place 

where a direct attack is made on a rival. Here the actual or potential 

benefit which the trader obtains is the result of the prejudice which the 

rival suffers, whereas, in the case of indirect impingements, the prejudice 

suffered by the rival results from the benefit obtained by the trader 

concerned.” 
 

 

and as follows by the learned author of Amler’s Precedents of Pleadings: 

 
“A passing-off action protects the goodwill or reputation of a trader’s business, 

merchandise or services against a false representation by a competitor that the 

business, merchandise or service of the competitor is that of or associated with the 

plaintiff. It also provides protection against deception as to trade source or trade 

connection. 

The typical case of passing-off is when the defendant uses, adopts or imitates the 

trade name or get-up of the plaintiff’s business, goods or services.”14 
 

 

[quoted without the accompanying footnotes, but with added underlining for 

emphasis] 

                                                 
11 Harms LTC Amler’s Precedents of Pleadings 9th ed (LexisNexis, online version, last updated 2018) at p 

291. See further Delport P Henochsberg on the Companies Act 71 of 2008 (LexisNexis online version, last 

updated in September 2019) at p 60. 
12 Lorimar Productions Inc v Sterling Clothing Manufacturers (Pty) Ltd 1981 (3) SA 1129 (T) at 1138. See 

further Amler’s Precedents of Pleadings at 291. 
13 Neethling J and Rutherford BR “Competition” in LAWSA vol 2(2) (LexisNexis, online version as at 31 

August 2003).  
14 Amler’s Precedents of Pleadings at p 291. 
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[16] Against these principles this Tribunal is called upon to determine whether by 

including the word “BUILDERS” in its name “MORGANS BUILDERS” the first respondent 

has committed the delict of passing off in respect of the applicant.  

 

[17] I hasten to state that there is no likelihood of deception between the applicant’s 

“BUILDERS WAREHOUSE” business or trade mark and the first respondent’s name. I 

have indicated above what clearly differentiates the two.15 To reiterate, with respect, the 

first respondent’s “MORGAN BUILDERS” is clearly distinguishable from the 

applicant’s businesses, products or services under the various “BUILDERS” formats, 

including the “BUILDERS WAREHOUSE”. The word “MORGANS” in the first 

respondent’s name and “WAREHOUSE” in the applicant’s trade mark sufficiently 

distinguishes the applicant from the first respondent. There is no reasonable likelihood of 

confusion or deception amongst members of the public, including potential patrons.16 

This is obviously facts-intensive and a determination in this regard depends on the 

circumstances of each case.17 I am satisfied that on the basis of the facts before me the 

first respondent’s name does not contravene section 11(2)(c)(i) of the Companies Act. 

                                                 
15 See par 13 above. 
16See Pioneer Foods (Pty) Limited v Bothaville Milling (Pty) Limited (215/2013) [2014] ZASCA 6; [2014] 

2 All SA 282 (SCA) (12 March 2014) at par 7, “Passing off occurs when A represents, whether or not 

deliberately or intentionally, that its business, goods or services are those of B or are associated therewith. 

It is established when there is a reasonable likelihood that members of the public in the marketplace 

looking for that type of business, goods or services may be confused into believing that the business, goods 

or services of A are those of B or are associated with 6 those of B. The misrepresentation on which it 

depends involves deception of the public in regard to trade source or business connection and enables the 

offender to trade upon and benefit from the reputation of its competitor. Misrepresentations of this kind can 

be committed only in relation to a business that has established a reputation for itself or the goods and 

services it supplies in the market and thereby infringe upon the reputational element of the goodwill of that 

business. Accordingly proof of passing off requires proof of reputation, misrepresentation and damage.4 

The latter two tend to go hand in hand, in that, if there is a likelihood of confusion or deception, there is 

usually a likelihood of damage flowing from that.” [quoted without accompanying footnotes] Pioneer 

Foods v Bothaville Milling was quoted with approval in Better Homes Expo v Consep Home Ideas at par 7. 
17 Better Homes Expo v Consep Home Ideas at par 16 and the authorities relied upon. 

http://www.saflii.org/cgi-bin/disp.pl?file=za/cases/ZASCA/2014/6.html&query=Pioneer%20Foods
http://www.saflii.org/cgi-bin/disp.pl?file=za/cases/ZASCA/2014/6.html&query=Pioneer%20Foods
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Conclusion 

[18] For the reasons stated above, the applicant’s case against the first respondent fails. 

The inclusion of the word “BUILDERS” in the first respondent’s name “MORGANS 

BUILDERS PROPRIETARY LIMITED” does not render the first respondent’s name 

dissatisfactory of the provisions of section 11(2) of the Companies Act.  

. 

Order  

[19] I therefore make the following order: 

a) the application is dismissed. 

 

 

_________________________    

Khashane La M. Manamela     

Member, Companies Tribunal 

29 November 2019 


