
 1 

REPUBLIC OF SOUTH AFRICA 

 

 

COMPANIES TRIBUNAL 

 

 

Case/File Number:  CT008Jul2014 

          

In the matter between: 

 

KATZ FOOTWEAR (PTY) LTD       Applicant 

 

and 

 

ITREETS FOOTWEARS (PTY) LTD      Respondent  

Reg.No.2012/087393/07 

 

 

 

Presiding Member of the Tribunal   :  Khashane Manamela 

 

 

DECISION (Reasons and Order) 

 

 



 2 

[1] This is an application for a default order in terms of regulation 153 of the 

Companies Regulations, 2011.1 Katz Footwear (Pty) Ltd, as the applicant herein, 

prays that this Tribunal finds that the respondent’s name as cited above or part 

thereof2 offends its trade mark and mark3 “TREETS” (the trade marks), registered 

in classes 25 and 35.4 The aforesaid classes are stated by the applicant5 to be 

made up of goods and services associated with clothing, including footwear.6 

From the respondent’s name, it appears that it is also involved in the footwear 

business.7  

 

[2] The respondent was registered on 18 May 2012 and this appears to also 

be the date on which it commenced business.8 The respondent did not react to 

the service of the application by affixing [by the sheriff]9 on 14 July 2014 at an 

address stated as its principal place of business.10 The applicant used a 

certificate issued by the Companies and Intellectual Property Commission on 29 

August 2013 as the source of the respondent’s address (Annexure A). However, 

with Annexure A being almost a year old at the date of service by the sheriff, 

there applicant should have included submissions as to why this Tribunal should 

                                                 
1
 The Companies Regulations were made by the Minister of Trade and Industry in terms of section 223 of 

the Companies Act 71 of 2008 and published under GN R351 in Government Gazette 34239 of 26 April 

2011. 
2
 Being, the “ITREETS” part of the respondent’s name. 

3
 It is submitted that the registration of the mark as a trade mark in respect of class 35 was still pending 

when the application was made.  
4
 See Annexure C to the application.  

5
 Ibid. The applicant used information from a source called “Spoordata” instead of the official records or 

registry kept by the Registrar of Trade Marks or Companies and Intellectual Property Commission. 
6
 See Annexure C to the application. 

7
 See Annexure A to the application, being a certificate issued by the Companies and Intellectual Property 

Commission on 29 August 2013, which unfortunately doesn’t describe the respondent’s principal business.  
8
 Ibid. 

9
 See Return of Service included as annexure LMY3 to the application for default order. 

10
 In terms of Annexure A referred to above. 
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accept that the respondent’s address has not changed between the aforesaid 

dates (being 29 August 2013 and 14 July 2014). However, I will accept, without 

necessarily so finding that, the application was adequately served.11    

 

[3] As indicated above the applicant submits that it is the proprietor of the 

trade marks “TREETS” for goods/ services in classes 25 and 35. I have already 

lamented the fact that the applicant submitted, as proof of its proprietorship, 

some document appearing to be sourced from its own attorneys (Annexure C), 

rather than from the official custodian of documents relating to trade marks or 

intellectual property, being the Registrar of Trade Marks.12 There is also no 

certification or confirmatory affidavit by whoever prepared Annexure C, regarding 

the steps taken to ensure that the credibility of the information is secured 

throughout the process of sourcing, transportation or mutation (if any) thereof, 

from the source to Annexure C. In my view, Mr. Graeme Katz, even as a director 

of the applicant,13 may not be the best placed to confirm such. And rightfully so, 

he didn’t. This should have been possibly dealt with by the attorneys. I will 

nevertheless accept the authenticity of the contents of Annexure C at face value. 

  

[4] I have already stated that Annexure C reflects the applicant as the owner 

of the impugned trade marks. One trade mark was registered in class 25 on 29 

March 1983, and in terms of Annexure C the next renewal date is 29 December 

                                                 

11
 See regulation 153(2)(b) of the Companies Regulations. 

12
 See section 6 of the Trade Marks Act 194 of 1993. 

13
 See paragraph 1.1 on page 1 of the supporting affidavit to the application. 
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2020.  This is a period of 40 years from the date of filing, indicated as 29 

December 1980. There is no explanation or submission regarding this rather very 

lengthy period of validity of this trade mark without renewal. I am stating this on 

consideration of the provisions of section 37 of the Trade Marks Act 194 of 1993, 

which read as follows at the relevant part: 

 

“37. Duration and renewal of registration. 

(1) The registration of a trade mark shall be for a period of 10 years, but may be 

renewed from time to time in accordance with the provisions of this section. 

(2) The registrar shall, on application made by the registered proprietor of a 

registered trade mark in the prescribed manner and within the prescribed period, 

renew the registration of the trade mark for a period of 10 years from the date of 

expiration of the original registration or of the last renewal of registration, as the 

case may be, which date is in this section referred to as “the expiration of the last 

registration”: Provided that, in the case of an application made in terms of section 

63, the date of the original registration shall, for the purposes of this subsection, be 

deemed to be the date of lodgement of the application at the trade marks office.” 

 

[underlining added] 

 

 

Therefore, I am not certain as to how the applicant’s trade mark is imbued with 

such longevity as purported by Annexure C, without any indication of renewals 

since 1980. I reiterate that the application is silent on this. 
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[5] The application for registration of the trade mark in class 35 appears to 

have been still pending at the date of compilation of Annexure C.14 However, 

even if the date of filing (being 13 June 2012) (and not registration) is to be 

considered, this would obviously have been preceded by the date of registration 

of the respondent on 18 May 2012. In my view, a pre-existing right in respect of a 

registered company name should prevail over the subsequently acquired right in 

respect of a trade mark, unless the former right was acquired not in compliance 

with the law.15 I conveniently refer to a previous decision of this Tribunal, which I 

had the privilege to pen for the unanimous panel16, in VKR HOLDING A/S v 

SONNENKRAFT SA (PTY) LTD of 04 November 2013 [from paragraph [38]], 

wherein I dealt with a somewhat similar situation and said: 

 

“[38] The question which immediately surfaces in this matter is whether the 

proscriptions in the 2008 Companies Act would apply for the benefit of a newly 

acquired right like a registered trade mark against a right that existed before, like 

a company name registered before the date of registration of a trade mark. My 

view is that, a pre-existing right in respect of a registered company name should 

prevail over the subsequently acquired right in respect of a trade mark, unless 

the former right was acquired not in compliance with the law. [See section 33 of 

the Trade Marks Act 194 of 1993] The converse would cause chaos to the 

system of registration of company names, as any subsequently registered trade 

mark would object to a pre-existent company name, even where the latter existed 

on the registry for years.  

 

                                                 
14

 Stated as 03 July 2014. 
15

 Section 33 of the Trade Marks Act, read together with section 11(2) of the Companies Act 71 of 2008. 
16

 Made up of the late Ms Nomcebo Zondi, Ms Lucia Glass and myself. 
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[39] As explained above, the respondent’s company name was registered 

before the applications for trade marks by the applicant were even filed – they 

pre-existed the marks or trade marks and all rights arising therefrom. The 

company name registered first would, if compliant with the statutory provisions, 

prevail as the registration authorities [See The Registrar of Companies in 

terms of the 1973 Companies Act and the Companies and Intellectual 

Commission in terms of the 2008 Companies Act.] have to apply their minds 

to the statutory compliance of a particular name when approving same for 

registration. [See Pivot Point SA (Pty) Ltd v Registrar of Companies 1980 (4) 

SA 74 79 and Henochsberg on the Companies Act Vol1 (1994) at page 83]  

Once registered, it can only be expunged, if its registration was bad in law. This 

may be the reason why the legislature, among others, deemed it necessary to 

afford rights to marks whose registration is still pending.[See section 11(2) 

(a)(iii) of the 2008 Companies Act in respect of a mark in respect of which 

an application for a trade mark has been filed.]  This was to ensure that they 

get the statutory protection even at their embryonic stage – so to speak - 

otherwise why would this be necessary if once those trade marks are registered 

their protection would be retrospective. [See South African Law of Trade 

Marks, Unlawful Competition, Company Names and Trading Styles at 

16.9.5.]”  

  

[quoted with referencing in parenthesis instead of footnotes and italicised for 

identification] 

 

 

[6] Back to the class 25 registered trade mark. According to the papers, the 

applicant was registered or incorporated in March 2013.17  Therefore, the trade 

mark would not have been registered in the name of the applicant in 1983 and 

                                                 
17

 See paragraph 1.4 on page 2 of the supporting affidavit (by Mr Graeme Katz). 
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the application for registration filed in June 2012. There are no submissions as to 

how the applicant derived its rights in respect of the registered trade mark (in 

respect of goods/ services in class 25) or the pending registration (in respect of 

goods/ services in class 35). What is simply stated is that, an entity called Treets 

Footwear (Pty) Ltd is the applicant’s “predecessor in title”, but both entities 

appear to still be in business.18 There is in fact some confusion even regarding 

which of the two entities is bringing this application. For example, after being 

alerted by the legal advisor of this Tribunal to file a resolution authorising the 

bringing of the application19, the resolution thereafter filed by the applicant is in 

the name of Treets Footwear (Pty) Ltd.20 The latter entity was also referred to in 

the letter of demand or objection by the applicant’s attorneys.21 In fact, in the 

letter of demand, Treets Footwear is referred to as “the registered proprietor of 

the trade mark no.1980/8526 TREETS in class 25 and trade mark application 

no.2012/15715 TREETS in class 35”.22 It is not clear how the applicant acquired 

the rights or title to the trade marks and I am stating this against the background 

of section 40 of the Trade Marks Act 194 of 1993, which reads as follows: 

 

“40. Registration of assignments and transmissions. 

(1) Where a person becomes entitled by assignment or transmission to a registered 

trade mark, he shall make application on the form prescribed to the registrar to 

register his title, and the registrar shall on receipt of the application and of proof of 

                                                 
18

 Ibid. 
19

 See letter dated 22 October 2014 by Ms Lydia Mabele, Legal Advisor of the Companies Tribunal to the 

applicant’s attorneys of record (Spoor and Fisher). 
20

 See resolution dated 14 November 2014. 
21

 See letter dated 03 September 2013 from Spoor and Fisher to the respondent. 
22

 See paragraph 1 of the letter referred to in footnote 21 above. 
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title to his satisfaction, register him as the proprietor of the trade mark and shall 

cause particulars of the assignment or transmission to be entered in the register. 

(2) Every application to register an assignment or transmission in terms of 

subsection (1) shall recite the effective date of such assignment or transmission, 

and if application is made more than 12 months after such date, the applicant shall 

be liable to pay such penalty as may be prescribed.”  

 

[underlining added] 

 

 

Annexure C is silent about the circumstances under which the applicant allegedly 

succeeded Treets Footwear in title. This is very critical for a determination to be 

made in this matter. 

 

 

[7] Against the backdrop of the aforesaid concerns, I am not satisfied that the 

applicant has established that it has the rights it purports to assert or that it has 

the necessary standing as contemplated in section 157 of the Companies Act 71 

of 2008 to bring this application. Evidently, the issue of standing is only one of 

many concerns raised above. Therefore, it is my view that, the application – in its 

current condition – cannot succeed and must fail.    

 

[8] I therefore make the following administrative order: 

a) the application is refused.  

 

 

 



 9 

_________________________    

Khashane Manamela     

Member, Companies Tribunal 

05 January 2015 


