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Introduction  

[1] The applicant complains in terms of this application, brought in terms of the 

provisions of section 160 of the Companies Act 71 of 2008 (the Companies Act), that the 

respondent’s name does not satisfy the requirements of section 11 of the Companies Act. 

It is submitted by the applicant that the respondent’s name is confusingly similar to its 

trade mark ZEISS and falsely implies or suggests or is such as would reasonably mislead 

a person to incorrectly believe that the respondent is part of or associated with the 

applicant. 

 

[2] This application represents a third attempt by the applicant to dispute or object to 

the respondent’s name. Two previous attempts, under the same case number as this 

application, were unsuccessful. The initial application was dismissed in terms of an order 

by the erstwhile fellow member of this Tribunal, Mr MF Kganyago, dated 07 December 

2016, due to absence of authority to serve the application by way of substituted service 

and condonation application. The second dismissal was in terms of the order by my 

fellow member of this Tribunal, Professor Kasturi Moodaliyar, dated 10 February 2017, 

due to absence of condonation application for the late filing of the application outside of 

the time periods prescribed by the Companies Regulations. As part of the second order, 

Prof Moodaliyar directed the applicant to re-serve the application on the respondent by 

way of substituted service, through publication in a local newspaper and the Government 

Gazette. There is some proof of compliance with this part of the order, although I could 

not locate part of the publication in the Government Gazette of 02 June 2017. However, 

this appears to be only an administrative oversight, which, in my view, should not 



 3 

hamper the adjudication of the merits of the application. I will therefore, as part of the 

order, direct that the applicant file the original extracts or cuttings from those publications 

with the Registrar of this Tribunal. 

 

Parties 

[3] The applicant is a company incorporated in terms of the laws of Germany and has 

its registered office address at Oberkochen, Germany. The applicant is a proprietor of the 

trade mark ZEISS, which, it is submitted, is known worldwide, in respect of a wide range 

of goods and services, mainly of optical, medical or surgical nature. The trade mark is 

registered in South Africa in classes 05; 09; 10 and 42, covering goods and services, 

mainly, of optical, medical and surgical nature, including in respect of scientific and 

industrial research and training.  

 

[4] The respondent, on the other hand, appears to be a start-up company registered on 

30 May 2012, as a private company. Its registered office address is located at Seweding 

Village in Mmabatho, North West Province. The registered office address also serves as 

its postal address and is shared with its sole director, as postal and residential addresses. 

The respondent is not taking part in this application, despite the substituted service 

referred to above. Therefore, this application is in the form of application for default 

order, as contemplated by regulation 153 of the Companies Regulations, 2011.1 

                                                 
1 Regulation 153 of the Companies Regulations reads: “(1) If a person served with an initiating document 

has not filed a response within the prescribed period, the initiating party may apply to have the order, as 

applied for, issued against that person by the Tribunal.  (2) On an application in terms of sub-regulation (1), 

the Tribunal may make an appropriate order–– (a) after it has heard any required evidence concerning the 

motion; and (b) if it is satisfied that the notice or application was adequately served. (3) Upon an order 

being made in terms of sub-regulation (2), the recording officer must serve the order on the person 

described in subsection (1) and on every other party.” 
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Relevant brief background 

[5] The applicant is a global leader in the optical and optoelectronic industries and 

has been in existence for more than 160 years. It is most well-known for manufacturing 

optical systems, industrial measurements and medical devices, throughout the world. It is 

active in more than 40 countries around the world; generating revenue of €4.2 billion for 

the 2012/2013 financial year and €4.3 billion for the 2013/2014 financial year, and 

employs more than 24 000 people. The applicant’s products are mainly under the ZEISS 

brand in a wide variety of sectors. It operates in South Africa and the African continent 

since 1939, through ZEISS South Africa, a wholly-owned subsidiary. The applicant 

promotes its products through constant marketing and promotion, and has therefore 

established a substantial reputation and goodwill under the ZEISS trade mark. It is 

submitted the applicant has both statutory and common law rights to the ZEISS trade 

mark and the trade mark represents an asset of considerable commercial value and 

importance for the applicant. 

 

[6] It is further submitted that the existence of the respondent’s name, came to the 

attention of the applicant during May 2014. The applicant brought the initial application 

in June 2015. It is not explained why the applicant allowed a period of over 12 months to 

elapse before bringing the application. Section 160(2) of the Companies Act, requires that 

an applicant show good cause for bringing an application after the three months’ period 

contemplated by section 160(2)(a) of the Companies Act.2 Despite, the absence of 

                                                 
2 Section 160(2) of the Companies Act reads: “(2) An application in terms of subsection (1) may be made- 

(a) within three months after the date of a notice contemplated in subsection (1), if the applicant received 

such a notice; or (b) on good cause shown at any time after the date of the reservation or registration of the 

name that is the subject of the application, in any other case.” 
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guidance from the legislature as to what constitutes showing good cause under the 

circumstances, the ordinary meaning of those words or phrase, suggests that an applicant 

ought to furnish details amounting to good cause as to the timing of its application, 

beyond the three months’ period. I will nevertheless proceed to look into the merits of the 

application. However, I strongly implore the applicant and its attorneys to consider 

previous decisions of this Tribunal, in this regard.  

 

[7] On 17 June 2014, the applicant through its attorneys directed a letter to the 

respondent, demanding that the respondent change its company name to a name not 

incorporating the word or element ZEISS, but in vain 

 

Nature of and grounds for the application 

[8] As stated above, the applicant complains that the respondent’s name “ZEISS 

TRADING ENTERPRISE” or the inclusion of the word “ZEISS” in the respondent’s 

name, offends the applicant’s trade mark “ZEISS” and therefore does not satisfy the 

requirements of section 11 of the Companies Act. The respondent is not authorised by the 

applicant to use or register the company name including the word ZEISS, the applicant’s 

trademark. The complaint is predicated upon the provisions of sections 11(2)(b) and 

11(2)(c) of the Companies Act. 

 

[9] It is submitted that the dominant and memorable element in the respondent’s 

name is the word ZEISS and that the other parts of the name, being the words TRADING 

and ENTERPRISE are merely descriptive and do not adequately distinguish the 
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respondent’s name from the applicant’s trade mark. Therefore, the respondent’s name is 

confusingly similar to the applicant’s trade mark ZEISS, in contravention of section 

11(2)(b) of the Companies Act. 

 

[10] Further, it is submitted that because the respondent’s business has not been stated 

in the disclosure certificate issued by the Commissioner of the Companies and 

Intellectual Property Commission,3 the respondent’s business activities may therefore 

involve those similar to or covered by the applicant’s goods or services under the trade 

mark ZEISS. There is possibility that the respondent could take unfair advantage of the 

applicant’s trade mark and goodwill, which may result in the diminishing of the 

applicant’s rights relating to the trade mark. Consequently, it is submitted that the 

respondent’s name falsely implies or suggests or is such as would reasonably mislead a 

person to incorrectly believe that the respondent is part of or associated with the 

applicant. Therefore, the respondent’s name is in contravention of provisions of section 

11(2)(c) of the Companies Act. 

 

Applicable legal principles 

[11] As already alluded to above, the application is on the basis that the respondent’s 

name does not satisfy the requirements of sections 11(2)(b) and 11(2)(c) of the 

Companies Act. These provisions read in the material part: 

 

“11. Criteria for names of companies 

(1) … 

(2) The name of a company must- 

                                                 
3 See indexed pp 15-16. 
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(a) … 

(b) not be confusingly similar to a name, trade mark, mark, word or expression 

contemplated in paragraph (a) unless - 

(i) in the case of names referred to in paragraph (a)(i), each company bearing any such 

similar name is a member of the same group of companies; 

(ii) in the case of a company name similar to a defensive name or to a business name 

referred to in paragraph (a)(ii), the company, or a person who controls the company, is 

the registered owner of that defensive name or business name; 

(iii) in the case of a name similar to a trade mark or mark referred to in paragraph (a)(iii), 

the company is the registered owner of the business name, trade mark or mark, or is 

authorised by the registered owner to use it; or 

(iv) in the case of a name similar to a mark, word or expression referred to in paragraph 

(a)(iv), the use of that mark, word or expression by the company is permitted by or in 

terms of the Merchandise Marks Act, 1941; 

(c) not falsely imply or suggest, or be such as would reasonably mislead a person to 

believe incorrectly, that the company- 

(i) is part of, or associated with, any other person or entity…” 

  

 

Legal principles and the facts (an analysis) 

[12] As indicated above, the applicant submits that the respondent’s name or inclusion 

of the word “ZEISS” in the respondent’s name is in conflict with the provisions of the 

Companies Act or the legal principles stated above. Therefore, what is to be determined 

in this application is whether or not the respondent’s name is confusingly similar to the 

applicant’s trade mark “ZEISS”, as envisaged by the provisions of section 11(2)(b)), or 

falsely implies or suggests or is such as would reasonably mislead a person to incorrectly 

believe that the respondent is part of or associated with the applicant, as envisaged by the 

provisions of section 11(2)(c)).  

 



 8 

[13] Other than the formal legislative expressions or endings (i.e. Proprietary or (Pty) 

Limited or Ltd), the respondent’s name comprises three words: “ZEISS”, “TRADING” 

and “ENTERPRISE”. As indicated above, the applicant submits that the memorable part 

of the respondent’s name is the word “ZEISS” and that the other two words are merely 

descriptive and do not serve adequately to distinguish the respondent’s name from the 

applicant’s trade mark. I agree. I also find it remarkable that there is no apparent 

indication of the origin of the name, particularly from the personal details of the 

respondent’s sole director or the location of the registered office address of the 

respondent. Therefore, I find that the respondent’s name or inclusion of the word 

“ZEISS” in the respondent’s name is confusingly similar to the applicant’s trade mark 

“ZEISS” and, consequently, does not satisfy the requirements of section 11(2)(b) of the 

Companies Act. 

 

[14] Further from my remarks in the latter part of the preceding paragraph, I agree 

with the applicant’s contentions that, the respondent’s business activities may be either 

presently including those similar to its goods or services under the trade mark ZEISS or 

that nothing precludes the respondent from expanding into the area of the applicant’s 

business. This, I agree, could probably result in the respondent taking unfair advantage of 

the applicant’s trade mark and goodwill by association of its products or business with 

those of the applicant or the applicant’s trademark. The corollary of this, is my finding 

that, the respondent’s name falsely implies or suggests or is such as would reasonably 

mislead a person to incorrectly believe that the respondent is part of or associated with 
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the applicant. Therefore, the respondent’s name does not satisfy the requirements of 

section 11(2)(c) of the Companies Act, in this regard. 

 

Conclusion  

[15] With the determination that the respondent’s name does not satisfy the 

requirements of the Companies Act, an administrative order will be made for the 

respondent to change its name to a name compliant with the provisions or requirements 

of the Companies Act, possibly preferably not including the word ZEISS. The 

aforementioned order is contemplated by section 160(3)(b)(ii) of the Companies Act. 

 

[16] The applicant also applied that the Registrar of Companies, which I presume is 

reference to the Commissioner of the Companies and Intellectual Property Commission 

(the CIPC or Commission), be directed to change the name of the respondent to the 

registration number, in the event of the respondent’s non-compliance with the order for it 

to change its name within 60 days from date of the order. This prayer or relief is 

conspicuous by its absence from the original notice of motion or Form CTR 142 dated 10 

June 2015 or the main application and surfaces for the first time in the notice of motion 

for the application for default order or Form CTR 145 dated 14 November 2016. This is 

not a valid and proper manner of accessing relief at this Tribunal. The application for 

default order obtains its origin or force from the original or main application and cannot 

include, as relief, material not included in the original or main application. Be that as it 

may, I do not find any legislative provision giving this Tribunal jurisdiction to make such 

an order from the possible orders listed in section 160(3)(b)(i) of the Companies Act. 
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Even, if this type of order is possible, in my view, it would have to be preceded by 

adequate service of the application on the CIPC or Commission. There is no proof that 

the application was served on the Commission or the CIPC. Therefore, this part of the 

relief will be denied on the basis of both of my aforementioned reasons. 

 

Costs 

[17] The applicant also requests that this Tribunal grant a costs order against the 

respondent. This is contemplated by regulation 156(1) of the Companies Regulations. 

The award of costs is in the discretion of the adjudicating body or person.4 Such 

discretion is invariably influenced by the circumstances of the particular matter, including 

the conduct of the parties in the matter. In my view, the peculiar facts of this matter 

suggest to me that I should not mulct the respondent with any costs.  Therefore, no order 

as to costs will be made.  

 

[18] Therefore, I make an order in the following terms: 

a) the respondent’s registered company name “ZEISS TRADING 

ENTERPRISE” does not satisfy the requirements of the Companies Act 

71 of 2008; 

 

b) the respondent is directed to choose a new name and file a notice of 

amendment to its Memorandum of Incorporation; 

 

                                                 
4 See Greater Johannesburg Metropolitan Council (Johannesburg Administration) 1999 (1) SA 104 (SCA) 

at 109A-B; Intercontinental Exports (Pty) Ltd v Fowles 1999 (2) SA 1045 (SCA) at 1055F-G; Naylor v 

Jansen 2007 (1) SA 16 (SCA) at 23F-28F. 
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c) the respondent is directed to complete the activities ordered in b) hereof 

within three (03) months of service of this order upon the respondent in 

terms of regulation 153(3) of the Companies Regulations, 2011, which 

service may be by way of substituted service by publication in a local 

newspaper circulating in the area of the respondent’s registered office 

address and the Government Gazette; 

 

d) there is no order as to costs, and 

 

e) the applicant is directed to file original advertisements or publications 

from the Government Gazette of 02 June 2017 and Mahikeng Mail of 07 

July 2017 within fifteen (15) days from date of receipt of this order. 

 

 

 

_________________________ 

Khashane La M. Manamela 

Member, Companies Tribunal 

31 August 2017 


