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IN THE COMPANIES TRIBUNAL OF THE REPUBLIC OF SOUTH AFRICA 

(“The Tribunal”) 

        CASE NO: CT005Nov2013 

In an Application for a determination that the name 

of the Respondent does not satisfy the requirements 

of Section 11(2) of the Act. 

 

In the matter between: 

ROBERT BOSCH GmbH        APPLICANT 

AND 

BOSCH UNIT MAINTENANCE AND CONSTRUCTION 

(PTY) LTD          RESPONDENT 

 

Coram: Khatija Tootla 

Decision handed down on 29 May 2014 

 

DECISION 

_____________________________________________________________________________ 

INTRODUCTION: 

[1] The Applicant is ROBERT BOSCH GmbH, a German company duly incorporated in 

terms of the laws of the Federal Republic of Germany, and having its principal place of 

business at Robert-Boscvh-Platz 1, 70839, Gerlingen-Schillerhone, Germany, duly 

represented by Dieter Alvermann, the director of the Corporate Intellectual Property 

department.  
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[2] The Respondent is BOSCH UNIT MAINTENANCE AND CONSTRUCTION (PTY) 

LTD, a company registered in accordance with the Company Laws of the Republic of 

South Africa, bearing registration number 2012/076294/07, registered on 26 April 2012, 

with its registered business address being 55 Green Street, Witfield, Boksburg, Gauteng, 

South Africa.  

 

BACKGROUND: 

[3] The Applicant is the proprietor in South Africa of the following ROBERT BOSCH trade 

marks, as enumerated in para 4 (pages 5 -13) of the founding affidavit of Dieter 

Alvermann of the Applicant company, in Class 7, 12 , 9 in the name of the Applicant 

company; as well as the trademarks BOSCH in class 7,9,11, 12, 37 (in respect of various 

services and products) under various different trade mark numbers as set out on the 

aforesaid pages 5-13 (which are unnecessary to re-iterate as it is clear from the affidavit 

and the proof attached). The Applicant claims that in the circumstances it holds statutory 

rights in these trade marks by virtue of the Trade Marks Act as well as that they are well-

known. 

 

[4] The Respondent’s name was registered after the coming into operation of the Companies 

Act 2008 (the Act) on 24 April 2012 and the registration of the trademarks of the Applicant 

were accomplished prior to the registration of the Respondent company. The 

aforementioned trade marks are currently in existence.  

 

[5] The Applicant states that it is the owner of the trade mark “BOSCH” since the early 1950s 

and also claims common law rights in the word “BOSCH” due to its “use through the 

years as the company currently has over 12 400 BOSCH car service centres and 3800 

Diesel services centres world-wide with approximately 150 in Southern Africa.  
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The applicant operates in the automative and household appliance fields, as well as various 

other industries, including power tools, solar energy products, packaging technology, 

thermo technology, security and public address technology. 

 

[6] The Applicant claims that it has used its Trade marks extensively and also trades under 

the name BOSCH pointing out the website of the Applicant which demonstrates the extent 

of the goods and services in  respect of which it uses its BOSCH trade marks.  

  

[7] The Applicant contends that it has shown good cause as it acted when it recently became 

aware (unknown date) of the Respondent’s name, presumably that being after 25 June 

2013 when it conducted a search at CIPC (Refer Annexure 37) . It was then that it also 

discovered that the principal business of the Respondent had not been disclosed at CIPC. 

An internet search revealed that the Respondent is involved in renovation projects and 

offers a variety of related services such as dry walling, painting, plumbing, electrical, 

carpentry and roofing as per Annexure 38. 

 

[8] The Applicant also contends that it has not consented to the use of its trade marks and 

submits that the dominant and memorable portion of the company name BOSCH is 

identical to the Applicant’s BOSCH trade marks and that the remaining portion of the 

company’s name, namely UNIT MAINTENANCE AND CONSTRUCTION is purely 

descriptive and therefore cannot distinguish the Respondent’s name from the Applicant’s 

name and trade mark, particularly considering that the Applicant trades in a diverse range 

of industries. 

 

[9] Thus the Applicant argues that the Respondent’s use of its name would indeed amount to 

infringement of the Applicant’s trade mark BOSCH in terms of Section 34(1)(b) of the 

Trade Marks Act 194 of 1993 (TMA).  
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It also claims that since the BOSCH trade mark is part of the Respondent’s name it is 

likely to take unfair advantage of and be detrimental to the distinctive character and repute 

of the well- known trade mark BOSCH, which it also claims amounts to trade mark 

infringement in terms of Section 34 (1)(c) of the Trade Marks Act.  

 

[10] However, the applicant then concludes by saying that the offending name is confusingly 

similar to its trade mark registrations and is therefore in contravention of Section 11(2) (a) 

(iii) of the Act which is the incorrect subsection as that subsection does not mention  

anything of the sort.  

 

[11] The Applicant also submits that since the Applicant enjoys extensive reputation in its 

BOSCH trade mark, the use by the Respondent of its name in trade is likely to deceive 

and confuse members of the public into believing that there is some connection between 

the company and the Applicant , when this is in fact not so; and that in particular members 

of the public  are likely to believe that the company is licensed to use the Applicant’s trade 

mark or that the company was formed for the purpose of rendering services on behalf of 

the Applicant. 

 

[12] In the circumstances, the Applicant then moves onto argue why the Respondent has also 

transgressed Section 11(2) (b) of the Act by stating that by virtue of the offending element 

BOSCH in the Respondent’s name, it is likely that persons dealing with the Respondent 

will be misled into assuming it is in some way connected with the Applicant when this is 

not in fact so. Section 11(2) (b) of the Act states no such thing. The Applicant then broadly 

refers the Tribunal to the list of High Court authorities quoted by its attorney, without in 

fact expounding in his affidavit which principles in the relevant cases can be applied to 

the particular circumstances of this case. However, Charne le Roux in her supporting 

affidavit claims some support for the Applicant’s contentions,  Due to the lack of clarity, 

there exists confusion in the Applicant’s papers is rather which is not in the interests of 

the Applicant. 
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ISSUES: 

 

[13] Be that as it may, the Tribunal examines whether the Applicant’s objection is justifiable 

in terms of Section 11(2) (b) (iii) in terms of the CTR Form 142 and Section 11(2)(a)(iii) 

of the Act as stated in para 7.4 of the founding affidavit.  

 

[14]  However it can be noted at the outset that the Applicant has incorrectly cited the above 

subsections when it fact it ought to have cited Section 11 (2) (b) (iii) as the section which 

refers to the Respondent’s name as being confusingly similar to its trade mark Bosch and 

not Section 11(2) (a) (iii) as stated in the CTR from 142 and the founding affidavit. In 

addition, the Applicant quotes Section 11 (2) (b) incorrectly when in fact the wording of 

para 8.2 shows that the application is also in terms of Section 11(2) (c) (i).  

  

[15] Thus the Applicant requests the relief for an administrative order in terms of Section 160 

ordering the Respondent to choose a new name that does not contain or incorporate the 

Applicant’s well known trade mark or any other mark which is confusingly and/or 

deceptively similar to the Applicant’s name or trade mark. However, it is to be noted that 

nowhere in Section 11 (2) are the words “deceptively similar “used. 

 

[16] However, the Tribunal will examine Section 11(2) and relevant cases if necessary to make 

a decision whether the Applicant’s objection is justifiable in terms of Section 11(2) (a) 

(iii) and Section 11 (2)(b) (iii) of the Act. In addition, it will examine whether the 

Respondent’s use of Applicant’s trade mark amounts to an infringement in terms of 

Section 34 (1) (b) and (c) of the TMA.   
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PROCEDURE: 

 

[17] This application has been brought in terms of Regulation 153 (1) on Notice of Motion on 

a CTR 145 form for a default order in terms of regulation 153(2), as requested in terms of 

Section 160 of the Act to be issued against the Respondent.  

 

[18] The record reflects that the application under CTR form 142 was filed with the Tribunal 

on 7 November 2013 but prior to this it was served on the Respondent on 17 October 

2013, as per the Sheriff’s return of service as set out in Annexure ‘CLR2” by service on 

Mr. R Bosch, an employee of the Respondent company in accordance with Rule 4(1) of 

the High Court Rules.  

 

[19] In accordance with Regulation 142, the Applicant is obliged to serve a copy of the 

application and the affidavit on the respondent within 5 business days after filing it with 

the Tribunal but this was done prior to service on the Tribunal. Despite this requirement, 

the Respondent was served with the papers prior to filing with the Tribunal and no 

prejudice has been suffered by the Respondent.  The papers including the return of service 

were subsequently filed with the Tribunal. 

 

[20]    It can be noted that the Applicant has filed an application of condonation under form CTR 

147 with the Tribunal on 30 April 2014 together with its application for default and has 

tendered an explanation for the error that it was due to the difficulty of effecting service of 

company name objections within the short time period of five days set out in Reg 142(2).  
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 The Tribunal notes this and in accordance with Regulation 154 (3), the technical error is 

condoned mero motu in the interest of the administration of justice, supported by the fact 

that the Respondent suffered no prejudice in that it received the papers prior to the filing 

with the Tribunal and it has had ample opportunity to file a response.   Thus the Tribunal 

is of the view that it has sufficient discretion in terms of sections 180 and 183 generally 

and regulation 154(3) in particular to condone such oversight due to the circumstances of 

the case.  

 

[21]     Consequently, as a result of the fact that no opposing papers or answering papers have 

been filed by the Respondent to date, the Applicant has now brought an application for a 

default order in the form of a Notice of Motion as per the Regulations on 30 April 2014. 

 In terms of Regulation 153 (1) of the Companies Regulations, if a person served with an initiating 

document has not filed a response within twenty days, the initiating party may apply to have the 

order, as applied for issued against that person (including a juristic person) by the Tribunal.   

 

[22] Finally, Regulation 153 (2) (b) of the Regulations also states that the Tribunal may make 

an appropriate order, if it is satisfied that the notice or application was adequately served 

(my emphasis).  The Respondent has been provided with the opportunity to oppose the 

initial application under CTR form 142 (which it has chosen to ignore) and to show cause 

why the application should not be granted.  

 

[23] In accordance with Section 180 of the Act titled “Adjudication hearings before Tribunal” 

provides in subsection (1) – The Companies Tribunal – 

 (a)    must conduct its proceedings contemplated in this Act expeditiously   

                                and in accordance with the principles of natural justice; and 

 (b)   may conduct those proceedings informally. 
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In the circumstances, the Tribunal is of the view that the application for a default order by 

the Applicant in asserting its rights must be dealt with expeditiously and in accordance 

with the principles of natural justice.  

 

[24] Finally, Regulation 153 (2) (b) of the Regulations also states that the Tribunal may make 

an appropriate order, if it is satisfied that the notice or application was adequately served 

and the Tribunal is satisfied that it has been adequately served.  

 

[25] Since this application has been made in terms of Section 160, the Applicant in terms of 

Section 160 (2) (b) has to show good cause for an application made at any time after the 

date of the registration of the name, in any other case where a person is not a notified 

person. However, the Applicant has shown good cause as explained in the founding 

affidavit.   

 

[26]  The Applicant has also shown it has an interest in this name of the Respondent for the 

purpose of Section 160 of the Act and in this matter by virtue of its trade mark being 

registered as set out extensively in the founding affidavit on pages 3-13 as well as by the 

use of its trade mark in the course of trade; and also by virtue of its common law rights 

based on its reputation created through many years .The Applicant’s registration has been 

in existence since the 1930s, prior to the registration of the Respondent in 2012.    

  

[27]  The Tribunal, accordingly, has to determine whether the two grounds for objection have in 

fact been justified by the Applicant in terms of Section 11(2) (a) (iii) and Section 11(2) (b) 

and whether there has been an infringement of the TMA in terms of Section 34(1) (b) and 

(c).   
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APPLICABLE LAW  

[28] Regulation 142 (3) provides, as far as it is relevant, as follows (my italics):  

 

“An application in terms of this regulation must—  

(a) indicate the basis of the application, stating the section of the Act or 

these regulations in terms of which the Application is made; and  

(b) depending on the context—  

(i) set out the Commission’s decision that is being appealed or 

reviewed;  

(ii) set out the decision of the Tribunal that the applicant seeks to 

have varied or rescinded;  

(iii) set out the regulation in respect of which the applicant seeks 

condonation; or  

(c) indicate the order sought; and  

(d) state the name and address of each person in respect of whom an 

order is sought.”  

  

[29] Section 11 (2) of the Companies Act provides as follows, with the 

amendments by Act No. 3 of 2011 indicated with strike-through being 

deletions and underlining being insertions:  

 “(2)   The name of a company must—  

(a) not be the same as, or confusingly similar to—  

(i) the name of another company, domesticated 

company, registered external company, close corporation or 

co-operative unless the company forms part of a group of 

companies using similar names;  
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(ii) a name registered for the use of a person, other than 

the company itself or a person controlling the company, as a 

defensive name in terms of section 12(9), as a business name 

in terms of the Business Names Act, 1960 (Act No. 27 of 

1960) unless the registered user of that defensive name or 

business name has executed the necessary documents to 

transfer the registration in favour of the company;  

(iii) a registered trade mark belonging to a person other 

than the company, or a mark in respect of which an 

application has been filed in the Republic for registration as a 

trade mark or a well-known trade mark as contemplated in 

section 35 of the Trade Marks Act, 1993 (Act No. 194 of 

1993), unless the registered owner of that mark has consented 

in writing to the use of the mark as the name of the company; 

or  

(iv) a mark, word or expression the use of which is 

restricted or protected in terms of the Merchandise Marks 

Act, 1941 (Act No. 17 of 1941), except to the extent permitted 

by or in terms of that Act;  

(b) not be confusingly similar to a name, trade mark, 

mark, word   or expression contemplated in paragraph (a) 

unless,—  

(i) in the case of names referred to in paragraph 

(a)(i), each company bearing any such similar name is 

a member of the same group of companies;  

(ii) in the case of a company name similar to a 

defensive name or to a business name referred to in 

paragraph (a)(ii), the company, or a person who 
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controls the company, is the registered owner of that 

defensive name or business name;  

(iii) in the case of a name similar to a trade mark or 

mark referred to in paragraph (a)(iii), the company is 

the registered owner of the business name, trade mark, 

or mark, or is authorised by the registered owner to 

use it; or  

(iv) in the case of a name similar to a mark, word 

or expression referred to in paragraph (a)(iv), the use 

of that mark, word or expression by the company is 

permitted by or in terms of the Merchandise Marks 

Act, 1941;  

(c) (b)  not falsely imply or suggest, or be such as would 

reasonably mislead a person to believe incorrectly, that the 

company—  

(i) is part of, or associated with, any other person or 

entity;  

(ii) is an organ of state or a court, or is operated, 

sponsored, supported or endorsed by the State or by 

any organ of state or a court;  

(iii) is owned, managed or conducted by a person or 

persons having any particular educational designation 

or who is a regulated person or entity;  

(iv) is owned, operated, sponsored, supported or endorsed 

by, or enjoys the patronage of, any—  

(aa) foreign state, head of state, head of 

government, government or administration 
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or any department of such a government or 

administration; or  

(bb) international organisation; …”  

  

[30] For the reasons set out above and hereunder it is unnecessary to discuss the 

law applicable to section 11 (2) (a) (iii) as applicable to the first ground. 

 

[31] In respect of the second ground and for the reasons set out above and 

hereunder it is unnecessary to discuss the law applicable to section 11 (2) (b) 

(iii) as applicable to the second ground.  

 

EVALUATION:  

 

[32] Regulation 142 (3) clearly states that the section of the Companies Act on which the 

application is made, must be indicated. It is clearly a peremptory provision and the 

Companies Tribunal cannot mero motu condone non-compliance and the principles of 

substantial compliance as set out in section 6 (9) and (10) do not apply.  

 

[33] The first order requested is that the name of the Respondent does not satisfy “[s]ection 11 

(2) (a) (iii) of the Companies Act in that it is confusingly similar to the Applicant’s 

registered trade mark” is clearly misplaced as the particular section provides no such thing.  

Note that the section on which the Applicant has based its complaint is as it was before 

the amendment by Act No. 3 of 2011.  
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[34] Similarly, the second order requested (in para 8.2 of founding affidavit) is that the name 

of the Respondent does not satisfy the provisions of Section 11(2)(b) on the basis that it 

falsely implies or suggests, or is otherwise reasonably likely to mislead a person to believe, 

incorrectly, that the Respondent is part of, or associated with, the Applicant is also clearly 

misplaced as Section 11(2) (b) provides no such thing. Note that the section on which the 

Applicant has also based its second complaint is as it was before the amendment by Act 

No. 3 of 2011.  

         

TRADE MARKS ACT 194 0F 193 (“TMA”). 

 

[35] In addition, the Applicant in its application relies on its reputation created through the 

years. Furthermore, the Applicant has alleged in the founding affidavit that its trade mark 

“BOSCH” qualifies for protection of a trade mark in terms of Section 34(1) (b) and (c) of 

the Trade Marks Act 194 of 1993, which amounts to trade mark infringement.  However, 

all along and through its arguments presented, the Applicant argued that it was a well-

known trade mark. It accordingly ought to have argued that it is entitled to protection 

under Section 35 of the Trade Marks Act (as incorporated under Section 11 of the Act) 

and not Section 34 as it has incorrectly done. 

 

[36] Unlike section 35 of the Trade Marks Act (which is descriptive of a well-known trade 

mark and does not raise a separate cause of action in terms of the Act) that has been 

incorporated by reference to section 11 of the Act, section 34(1) (a), (b) or (c) of the Trade 

Marks Act has not been incorporated by reference into the Act and does not constitute a 

part of the Act. An allegation of an infringement of a registered trade mark in terms of 

section 34(1) of the Trade Marks Act, therefore, constitutes a separate cause of action.  
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[37] Section 34(3) of the Trade Marks Act provides further that where a trade mark registered 

in terms of the Trade Marks Act has been infringed, any High Court having jurisdiction 

may grant the proprietor relief. The Tribunal, accordingly, does not have the jurisdiction 

to make a finding that there has been an infringement of a registered trade mark in terms 

of section 34(1)(c) of the Trade Marks Act.  

  

[38]  However, note that Section 35 of the Trade Marks Act 194 of 1993 titled “Protection of 

well-known marks under the Paris Convention” provides –  

 (1) References in this Act to a trade mark which is entitled to protection under the Paris 

Convention as a well-known trade mark, are to a mark which is well known in the 

Republic as being the mark of-  

(a) a person who is a national…; or  

(b) a person who is domiciled in, …,  

whether or not such person carries on business, or has any goodwill, in the 

Republic.…..  

[39]  In addition, for a mark to qualify as well-known, a South African court has held that it 

must be well-known to persons interested in the goods or services to which the mark 

relates. The Court, dealing with the McDonalds’ trade mark held that interested people 

were potential customers and potential franchisees (McDonalds Corporation (Pty) Ltd 

Drive-Inn Restaurant & Dax Property CC 1997 (1) SA 1 (A).)  

 

[40] However, the Applicant has not made an application which refers to Section 35 of the 

Trade Marks Act as being incorporated by reference to Section 11 (2) of the Act; but has 

made an application in terms of Section 34(1) of the TMA (which is beyond the 

jurisdiction of the Tribunal): and which has not been incorporated by reference into the 

Act and does not constitute a part of the Act and thus it does not deserve protection within 

the context of Section 11 (2) of the Act as it constitutes a separate cause of action.  
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FINDINGS: 

  

[41] An order in respect of the first ground and second grounds cannot be granted as the 

relevant section of the Companies Act does not contain the grounds for the order sought.   

 

[42] As far as the third ground is concerned as regards whether the Respondent has infringed 

the trade mark of the Applicant in terms of Section 34 (1) of TMA, the Tribunal rules it 

has no jurisdiction to hear the matter. Finally, the Applicant has not made any indication 

that the Application was being made in terms of Section 35 of the TMA and hence no 

such protection can be granted. 

 

ORDER: 

 

 

[43] The Applicant’s application is dismissed on all grounds as set out above. 

 

[44] There is no order of costs in relation to this application.  

 

k. tootla (electronically signed) 

________________________  

KHATIJA TOOTLA  

Member of the Companies Tribunal    

29 May 2014   


